I. Explain the nature of Trademark Law. Is trademark protection available to a company name and logo? What is meant by the tort of passing off?
A. History of Trademarks:

Trademarks commonly referred to as ‘identifying marks’ or ‘distinctive marks’
 have been recognised in some form or the other since times immemorial. They were one of the foremost forms of intellectual property protection witnessed by the world and have undergone a steady evolution since then. The first legislation on trademarks can be traced to England where the Bakers Marking Law, 1266 was enacted, which governed the use of stamps or pinpricks on loaves of bread. The first case of trademark infringement, Southern v How was heard as far back as 1618.

The common law of trademark arose originally to prevent manufacturers from trying to pass off their goods as someone else's. Since these humble origins, trademark law has taken giant strides and now provides protection not only to words and phrases but also three-dimensional objects and musical notes.

B. Purpose of Trademarks:

Trademarks serve as a vehicle for the creation and retention of custom by their use, as they indicate the origin of goods and services. The Supreme Court has outlined the purpose of trademarks as follows:

‘The function of a trademark is to give an indication to the purchaser or possible purchaser as to the manufacture or the quality of the goods, to give an indication to his eye of the trade source or trade hands through which they pass on their way to the market.’ 

Thus, the purpose of a trademark is to focus attention on the origin of goods, not the proprietor of the goods.

C. Legislative History of the Trademark Act, 1999

The first legislation governing trademark in the country was the Trademarks Act, 1940 which came to be replaced by the Trademark and Geographical Indications Act, 1958. This Act provided the some protection to the holders of trademarks, but at the same time failed to recognise a trademark in relation to services as opposed to goods. Further the Act provided trademark protection only for a period of five years and adopted a cumbersome procedure for registration of a trademark.

With increasing globalisation and the spate of multinational corporations, some uniformity was felt essential in the grant of intellectual property rights by the various nations of the world. It was out of this need that the Agreement on Trade Related Aspects of Intellectual Property Rights, 1995 (TRIPS Agreement) arose. The Agreement, which is binding on its members, governs all intellectual property rights and provides the basic standards of uniformity to be adopted by nations in drafting their intellectual property legislations.

Section 2 of the TRIPS Agreement, lays down the subject matter of trademark protection as under:

‘15. Protectable Subject Matter:
1.
Any sign, or any combination of signs, capable of distinguishing the goods or services of one undertaking from those of other undertakings, shall be capable of constituting a trademark.  Such signs, in particular words including personal names, letters, numerals, figurative elements and combinations of colours as well as any combination of such signs, shall be eligible for registration as trademarks.  Where signs are not inherently capable of distinguishing the relevant goods or services, Members may make registrability depend on distinctiveness acquired through use.  Members may require, as a condition of registration, that signs be visually perceptible.’

Further, Article 16 of the Agreement lays down the rights conferred upon the holder as:

‘16. Rights Conferred:
1.
The owner of a registered trademark shall have the exclusive right to prevent all third parties not having the owner’s consent from using in the course of trade identical or similar signs for goods or services which are identical or similar to those in respect of which the trademark is registered where such use would result in a likelihood of confusion.  In case of the use of an identical sign for identical goods or services, a likelihood of confusion shall be presumed.  The rights described above shall not prejudice any existing prior rights, nor shall they affect the possibility of Members making rights available on the basis of use.’

India became a signatory to the TRIPS Agreement in 1995. Consequently, it was bound to amend its domestic legislations to bring them in accordance with the provisions of the TRIPS Agreement. In keeping with its obligations under TRIPS, the Trade Marks Act, 1999 came to be enacted, which for the first time introduced registration of trademarks relating to goods as well as services in India. The Act as it now stands provides a greater protection to trademark holders than its predecessor and has largely streamlined the procedure for registration of trademarks.

D. Requirements for registration of a trademark under the Act:

All marks are not registrable as ‘trademarks’ under the Act.
 For a mark to be registrable, it must conform to certain statutory prescriptions. The following definitions may be kept in mind while seeking registration of a trademark:

· ‘mark’ includes a device, brand, heading, label, ticket, name, signature, word, letter, numeral, shape of goods, packaging or combination of colours or any combination thereof;

· ‘trade mark’ means a mark capable of being represented graphically and which is capable of distinguishing the goods or services of one person from those of others and may include shape of goods, their packaging and combination of colours; and 

(i) in relation to Chapter XII (other than section 107), a registered trade mark or a mark used in relation to goods or services for the purpose of indicating or so as to indicate a connection in the course of trade between the goods or services, as the case may be, and some person having the right as proprietor to use the mark; and 

(ii) in relation to other provisions of this Act, a mark used or proposed to be used in relation to goods or services for the purpose of indicating or so to indicate a connection in the course of trade between the goods or services, as the case may be, and some person having the right, either as proprietor or by way of permitted user, to use the mark whether with or without any indication of the identity of that person, and includes a certification trade mark or collective mark; 

· ‘goods’ means anything which is the subject of trade or manufacture;

· ‘service’ means service of any description which is made available to potential users and includes the provision of services in connection with business of any industrial or commercial matters such as banking, communication, education, financing, insurance, chit funds, real estate, transport, storage, material treatment, processing, supply of electrical or other energy, boarding, lodging, entertainment, amusement, construction, repair, conveying of news or information and advertising;

From the above we can gather that the legal requirements to register a trade mark under the Act are:

i. The selected mark should be capable of being represented graphically (that is in the paper form);
ii. It should be capable of distinguishing the goods or services of one undertaking from those of others i.e. it should be distinctive;
iii. It should be used or proposed to be used in relation to goods or services for the purpose of indicating or so as to indicate a connection in the course of trade between the goods or services. 

In order to secure registration of their mark as a ‘trademark’ under the Act, all these requirements would have to be satisfied. In other words, the company name and logo. For which a trademark is sought, would have to individually satisfy the mandatory requirements of graphical representation, distinctiveness and connection with service offered by them as prescribed by the Act.
Let us consider each of these requirements in greater detail:

i. Graphical representation

As it clear from the above, a number of marks have been recognized under the Act. However, this does not mean that all marks adhering to the definition of ‘mark’ under the Act are registrable. One of the essential requirements to be satisfied for registration is that the mark should be capable of being put on the Register of Trademarks in the physical form and also of being published in the journal. Thus, as long as the mark can be ‘graphically represented’ i.e. represented in paper form
, even three-dimensional marks and sound marks can be registered.

ii. Distinctiveness of a mark

The distinctiveness of a mark is the hallmark of the law of trademark. A distinctive mark is a mark which has attained a reputation concerning its origin in the minds of traders and the buying public. It is a mark which enables the goods or services to which it is attached being marked out or different from other goods or services even if they are of the same class. The importance of the distinctiveness of a mark was underscored by the apex court in the National Bell case:

‘One of the rules for absolute refusal of registration of trademarks reads: which are devoid of any distinctive character, that is, not capable of distinguishing the goods or services of one person from those of another.’

As seen above, the distinctiveness of a mark is the lynchpin for its registration. In order to determine the distinctive character of a mark, two tests have been laid down:

a. Whether the general reaction of the interested public, looking at the mark, is to think of the maker of the goods bearing of the mark?

b. Whether, even without a comparison with another mark, will cause confusion to the public and as such deceives the public?

Thus, the distinctiveness of a mark essentially means that the mark must be such that it identifies a product from a particular undertaking.
 It is one of the essential requirements to be fulfilled before a mark can be registered as a ‘trademark’ under the Act.

iii. Connection with goods or services

It is clear from the definition of trademark elucidated above that the mark must be used in connection with goods or services. The apex court while highlighting this requirement observed:

‘A trademark is meant to distinguish the goods made by person from those made by another and hence cannot exist in vacuo. It can only exist in connection with the goods in connection with which it is to be used or intended to be used.’

Section 47 of the Act further lays down that a trademark, once registered, can be removed from the Register if the registration was obtained without a ‘bona fide’ intention to use it in relation to goods and services. Hence, it is clear that another essential requirement for registration of trademarks under the Act is that the mark must have some connection with goods or services offered or intended to be offered.

In addition to the three requirements prescribed above, the mark must not fall within the ambit of Section 9 of the Act, which prescribes the absolute grounds for refusal of a trademark. Thus, marks which are likely to hurt religious susceptibilities or which contain scandalous or obscene matter cannot be registered under the Act.

 It is also pertinent to note that as the Act follows a first registrant approach
, a search would have to be undertaken at the Trademark Registry to ascertain whether the said company name has been already registered, for the same class of services as those offered by the company. If the name does not appear on the Register of Trademarks for such class of services, then the company may make an application for registration of its company name. Similarly, in order to register its logo, the logo would have to satisfy the requirements mentioned above.
II. Protection of the general look/get-up of the company logo/advertisements etc. by an action for the tort of passing off:
A. Background:

Passing off is a form of tort, the substantive law of which is based on common law with the object of protecting some form of property. As seen above, registration of a mark as a ‘trademark’ under the Act confers certain rights on the holder thereof. However, if a mark is not registered under the Act, an originator of a mark can seek a remedy in passing off to protect his mark. Passing off is thus the protection available to originators of marks when trademark protection is not available. Further, an action in passing off not only covers the mark itself, but can also be sought when the general look/getup or the advertisements in which the mark is included are copied. 

The gist of the conception of passing off is that the goods are in effect telling a falsehood about themselves i.e. they are saying something about themselves which is calculated to mislead. The law on this matter is designed to protect traders against that form of unfair competition which consists in acquiring for oneself, by means of false or misleading devices, the benefit of the reputation already achieved by rival traders.
Passing off is not defined in the Trade Marks Act, 1999 though is referred to in ss. 27(2), 134(1) (c) and 135 of the Act.
As seen above, a passing off action prevents Trader A from passing off his goods as that of Trader B in the market. In Cadila Healthcare Ltd. v. Cadila Pharmaceuticals Ltd.
, the Supreme Court laid down certain factors in order to decide an action of passing off on the basis of unregistered trademark. It held that factors like nature of the marks i.e. whether the marks are word marks or label marks, the degree of resembleness between the marks i.e. whether they are phonetically similar and other surrounding circumstances are relevant in determining the extent of dissimilarity between the competing marks. 

In Satyam Infoway Ltd.
 case, it held the following three elements to be established for an action of passing off: 

(a) The first element in an action for passing off, as the phrase ‘passing off’ itself suggests, is to restrain the defendant from passing off its goods or services to the public as that of the plaintiff's. It is an action not only to preserve the reputation of the plaintiff but also to safeguard the public. The defendant must have sold its goods or offered its services in a manner which has deceived or would be likely to deceive the public into thinking that the defendant's goods or services are the plaintiff’s. 

(b)The second element that must be established by the plaintiff is misrepresentation by the defendant to the public and the likelihood of confusion in the minds of the public that the goods or services offered by the defendant are the goods or the services of the plaintiff. In assessing the likelihood of such confusion the Courts must allow for the imperfect recollection of a person of ordinary memory. 

(c) The third element of a passing off action is loss or the likelihood of loss. 

Thus, there are three basic constituents in an action for passing off. They are:

a. The plaintiff must have goodwill for his goods/services in the market; 

b. There must be a misrepresentation by the defendant; and

c. The misrepresentation must have caused damage to the reputation or goodwill of the plaintiff. 

B.
Relief in cases of an action for passing off:

Essentially, an action for passing off lies where misrepresentation is likely to be caused or wrong impression created in the minds of ordinary customers causing injury to the owner of the mark.
 The tendency to mislead or confuse forms the gist of a passing off action and the plaintiff need not establish fraud, actual damage or actual deception.
  The main question is not the intention of the alleged infringer in using trademarks but the probable effect of such action on the minds of the customers. The Act provides that the jurisdictional District Court may grant an injunction as a relief in a suit for passing off.
   

In the cases of Passing Off action, two tests are applied for determining the question whether the plaintiff is entitled to an injunction or not? Viz - 

1. Whether the words used in the trade name of plaintiff are mere descriptive words of common use or they have come to acquire a distinctive or secondary meaning in connection with the plaintiff's business.

2. Whether there is a reasonable probability that the use of the name adopted by the defendants was likely to mislead the customers of plaintiff by reason of similarity of the two trade names.

Thus, the general look/get up of the logo advertisement of services etc., the company may receive protection under the common law of passing off.
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